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Sir: ^ " 

RESPONSE TO RESTRICTION REQUIREMENT UNDER 37 U.S.C. § 121 

In response to the Office Action dated November 20, 2002, the following remarks are 

filed. 

The Examiner has required restriction under 35 U.S.C. §121 between the following 
inventions: 

Invention I. Claims 1-15, drawn to an apparatus. 

Invention II. Claims 16-18, drawn to a coatingmethod. ^ 
^ X^vention III. Claims 19 -21, drawn to a coatinglinatenaT 

In response to the restriction requirement, applicants elect, with traverse, Invention 
III, claims 19-21, for further prosecution on the merits. 

Reconsideration of this restriction requirement is respectfully requested. The 
Examiner has stated that the Inventions, as grouped, are separate and distinct. Inventions I 
and II are related as process and apparatus for its practice, and the apparatus can be used for 
another and materially different process such as applying pigmented flock of inorganic 
whiskers. Inventions II and III are related as product and process of use, and the product can 
be used for another and materially different process such as applying the coating particles to 
adhesive or tacky surfaces to make decorations or functional articles, or simply applying 
them in liquid form using a brush to surfaces to form designs, indicia, etc. Inventions I and III 
are unrelated because the apparatus is capable of use on any materials and the coating 
material is capable of use in other processes which are unrelated, and further, the coating 
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material as in claimed in III and the coating material acted upon in the apparatus of claim I 
are dissimilar. 

Applicants respectfully submit that the restriction requirement is deficient on its face 
in that a showing has not been made the claims recite material differences and are thus 
directed to "independent" and "distinct" inventions. Furthermore, applicants submit that a 
search of the coating art would encompass the claims. 

Inventions are deemed "independent" if there is no disclosed relationship between 
them, which is to say that they are unconnected in design, operation, or effect. MPEP 802.01. 
The claims of Inventions I-III are not drawn to "independent" inventions because they are 
connected in that they are drawn to a coating for application to a substrate and to the method 
and apparatus of application of such coating to such substrate. Thus, as the claims in 
Inventions I-III are linked in the nature of the coating, the method of application of the 
coating and the apparatus to operate such method, applicants respectfully submit that the 
claims are not drawn to "independent" inventions. 

Inventions are "distinct" if, although related, they are capable of separate 
manufacture, use, or sale as claimed, and are patentable (novel and unobvious) over each 
other. MPEP 802.01. The claims of Inventions I-III are not drawn to "distinct" inventions 
because the coating, is applied by the claimed method using the claimed apparatus, and thus 
would not be patentably obvious over each other. Accordingly, applicants respectfully 
submit that the claims of Inventions I -III are not drawn to "distinct" inventions. 

It is well established that applicants should be allowed reasonable latitude in claiming 
their invention, provided they do not unduly multiply the claims, which is not the case here. 
Ex parte Setback, 151 U.S.P.Q. 62. It is submitted that the fields of search involved in 
examining the claims as grouped would, as a practical matter be essentially co-extensive and 
the best interests of the public would be served by having all of the claimed subject matter in 
the same application. 
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Accordingly, reconsideration of the restriction requirement is respectfully requested. 


Respectfully submitted, 


By j^jSj dA^p 

Leslie Gladstone Restaino 
Reg. No. 38,893 
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